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Applicant/Appellant: Honeywell International Inc. 
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Mario DiMarco 
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09/224,340 



Filing Date: 



December 31, 1998 



Title: 



MODIFIED IMA CABINET ARCHITECTURE 



Examiner: Tuan T. Dinh 
Art Unit: 2841 

TO: Mail Stop Appeal Brief - Patents 
Commissioner for Patents 

P.O. Box 1450 ^ 

Alexandria, VA 22313-1450 j< 

APPELLANT'S REPLY BRIEF PURSUANT/TO 37 C.F.R. § 1.193(b)(1) \ 

Dear Assistant Commissioner: VVS ^^^~-__ 

This Reply Brief is in response to the Examiner's Answer mailed on November 19, 2002 
("Examiner's Answer"). Pursuant to 37 C.F.R. §1. 193(b)(1), Appellant may file a Reply Brief in 
response to the Examiner's Answer within two months from the date of such Answer. 
Accordingly, Appellant is filing this Reply Brief, which addresses an error in the Examiner's 
Answer in connection with the Grouping of Claims. This reply brief is being submitted in 
triplicate. 

In the Examiner's Answer, the Examiner contends that the rejection of claims 1-7 and 9- 
24 stand or fall together because Appellant's Brief (filed April 11, 2003) allegedly does not 
include a statement that this grouping of claims does not stand or fall together including the 
reasons thereof. 
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Pursuant to 37 C.F.R. §1.1 92(c)(7), for each ground of rejection, the Board shall select a 
single claim from the group and decide the appeal as to the ground of rejection, unless a 
statement is included that the claims of the group do not stand or fall together and Appellant 
explains why the claims of the ground are believed to be separately patentable. Indeed, the 
Appeal Brief filed by Appellant on April 11, 2003 ("Appellant's Brief) included statements on 
pages 5 and 6 that the grouping of claims under each ground of rejection do not stand or fall 
together. In Appellant's Brief, Appellant provided Groups I-XVI indicating which claims stand 
or fall together. In addition, Appellant explains why the claims of the ground are believed to be 
separately patentable on pages 22-24 of Appellant's Brief. Appellant attaches herewith pages 5, 
6, and 22-24 of Appellant's Brief filed on April 11, 2003 for convenience. 

For the above reasons, as well as all of those arguments set out on previous papers 
contained in the record, Appellant contends that Appellant's pending patent claims are directed 
to patentable subject matter and respectfully requests this Board to so indicate. 



SNELL & WILMER L.L.P. 

One Arizona Center 
400 East Van Buren 
Phoenix, Arizona 85004-2202 
Telephone: (602) 382-6306 
Facsimile: (602) 382-6070 




Respectfully submitted, 




Shahpar Shahpar 

U.S. Registration No. 45,875 
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C. Whether Claims 4 and 5 are unpatentable under 35 U.S.C. §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter that applicants regard as the invention. 

VII. GROUPING OF CLAIMS 

The Examiner's rejection of Claims 1, 13, and 22-24 under 35 U.S.C. §102 (b) do not 
stand or fall together. More specifically, the following groups of claims are believed to be 
separately patentable: 

In Group I, Claims 1, 13, 16, 17, and 22 stand together; 
In Group II, Claim 23 stands alone; and 
In Group IE, Claim 24 stands alone. 
The Examiner's rejection of Claims 2-5, 19, and 20 under 35 U.S.C. §103 (a) do not 
stand or fall together. More specifically, the following groups of claims are believed to be 
separately patentable: 

In Group IV, Claim 2 stands alone; 
In Group V, Claim 3 stands alone; 
In Group VI, Claim 4 stands alone; 
In Group VII, Claim 5 stands alone; 
In Group VIE, Claim 19 stands alone; and 
In Group IX, Claim 20 stands alone. 
The Examiner's rejection of Claims 6, 7, and 9-1 1 under 35 U.S.C. §103 (a) do not stand 
or fall together. More specifically, the following groups of claims are believed to be separately 
patentable: 

In Group X, Claim 6 stands alone; and 
In Group XI, Claims 7, 9, 10, and 1 1 stand together. 
The Examiner's rejection of Claims 14-18 under 35 U.S.C. §103 (a) do not stand or fall 
together. More specifically, the following groups of claims are believed to be separately 
patentable: 

In Group XII, Claim 14 stands alone; 

In Group XIII, Claim 1 5 stands alone; and 

In Group XIV, Claim 1 8 stands alone. 
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The Examiner's rejection of Claims 12 and 21 under 35 U.S.C. §103 (a) do not stand or 
fall together. More specifically, the following groups of claims are believed to be separately 
patentable: 

In Group XV, Claim 12 stands alone; and 

In Group XVI, Claim 21 stands alone. 
The Examiner's rejection of Claims 4 and 5 under 35 U.S.C. §1 12 (second paragraph) do 
not stand or fall together. More specifically, the following groups of claims are believed to be 
separately patentable: 

In Group VI, Claim 4 stands alone; and 

In Group VII, Claim 5 stands alone. 

VIII. ARGUMENT 

A. The Examiner Has Not Established Anticipation Of Appellant's Claims By 
The Cited Reference 

Claims 1, 13, and 22-24 stand rejected under 35 U.S.C. § 102 (b) as being anticipated by 
Mazura, U.S. Patent No. 5,375,724, issued December 27, 1994 ("Mazura"). Applicant 
respectfully traverses the rejection. 

To sustain this rejection, the Examiner must establish that "the invention was patented or 
described in a printed publication in this or a foreign country, more than one year prior to the 
date of the application for patent in the United States". 35 U.S.C. § 102(b). "A claim is 
anticipated only if each and every element as set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference. 1 To anticipate a claim for a patent, a single 
prior source must contain each of its limitations. 2 In other words, "every limitation of a claim 
must identically appear in a single prior art reference for it to anticipate the claim." 3 "To 
anticipate a claim, a reference must disclose every element of the challenged claim and enable 
one skilled in the art to make the anticipating subject matter." 4 



' Verdeeaal Bros, v. Union Oil Co. of California . 814F.2d628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987). 

2 Hvbridtech. Inc. v. Monoclonal Antibodies. Inc. . 802 F.2d 1376, 231 U.S.P.Q. 81, 90 (Fed. Cir. 1986); 
In re Donohue . 766 F.2d 531, 226 U.S.P.Q. 619, 621 (Fed. Cir. 1985). 

3 Gechterv. Davidson, 1 16 F.3d 1454 (Fed. Cir. 1997) (emphasis added). 

4 PPG Indus.. Inc. v. Guardian Indus. Corp. . 75 F.3d 1558 (Fed. Cir. 1996). 
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* wh^a large mechanical advantage and irreversible motion are desired". 37 Accordingly, by 
W ^efinition and as further described above, the screws can "apply a predetermined amount offeree 
between said face plate of the PCB module and said chassis" by clutching and/or self-latching 
(e.g., screws 3 1 6 and 3 1 8 can be turned without further tightening, or they cannot be extracted 
without being turned in the opposite direction). Thus, the above definition of a jack screw and 
examples of the present invention illustrates how the screws apply a predetermined amount of 
force and what causes the predetermined amount of force. Therefore, Claims 4 and 5, Groups VI 
and VII, are in accordance with 35 U.S.C. § 1 12, second paragraph, and thus patentable. 

D. Separately Patentable Claims 

In addition to the foregoing discussion, the following various groups of claims are 
separately patentable for the following reasons: 

With respect to Group I, Claim 1 is patentable over the cited reference. The cited 
reference fails to disclose "each PCB module includes a faceplate and a connector assembly 
disposed opposite said faceplate such that each PCB module is enclosed" and "said plurality of 
printed circuit board modules creates a seal with said chassis" as recited in Claim 1 . 

With respect to Group n, Claim 23 is patentable over the cited reference. The cited 
reference fails to disclose "said plurality of printed circuit board modules creates a seal with said 
chassis" as recited in Claim 23. 

With respect to Group IE, Claim 24 is patentable over the various combination of 
references. The various combination of references fails to disclose "each PCB module is 
enclosed" and "said plurality of printed circuit board modules creates a seal with said chassis" as 
recited in Claim 24. 

With respect to Group IV, Claim 2 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "each of said 
plurality of PCB modules further comprises: a first screw for attaching said first end of said face 
plate to said chassis; and a second screw for attaching said second end of said face plate to said 
chassis" as recited in Claim 2. 



37 WEBSTER'S THIRD New. INTERNATIONAL DICTIONARY (Unabridged) 2040 (Merriam-Webster, Inc. 
1993). 
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With respect to Group V, Claim 3 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "said 
first screw is configured as a jack screw" as recited in Claim 3. 

With respect to Group VI, Claim 4 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "said 
first and second screws are configured to clutch when said screws are tightened to apply a 
predetermined amount of force between said face plate of the PCB module and said chassis" as 
recited in Claim 4. 

With respect to Group VII, Claim 5 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "said 
predetermined amount offeree applies a load of about 70 pounds per screw" as recited in Claim 

5. ' ' 

With respect to Group VIII, Claim 19 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "said 
top panel and said bottom panel are configured with a plurality of guide rails for guiding said 
PCB modules into said slots in said chassis" as recited in Claim 19. 

With respect to Group IX, Claim 20 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "each 
slot in said chassis has one guide rail mounted on said top panel and one guide rail mounted on 
said bottom panel, wherein said guide rails are centrally mounted with respect to each slot" as. 
recited in Claim 20. 

With respect to Group X, Claim 6 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "a first 
circuit board having a first end connected to said face plate and an opposite second end 
connected to said connector assembly, and a second circuit board having a first end connected to 
said face plate and an opposite second end connected to said connector assembly" as recited in 
Claim 6. 

With respect to Group XI, Claim 7 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "said 
connector assembly further comprises a plurality of connectors for connecting to wire harnesses" 
as recited in Claim 7. 
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With respect to Group XII, Claim 14 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "said top 
panel and said bottom panel are interchangeable" as recited in Claims 14. 

With respect to Group XIII, Claim 15 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "said first 
side panel and said second side panel are interchangeable" as recited in Claim 15. 

With respect to Group XIV, Claim 18 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest or "said 
ventilation holes are less than about 0.09 inches in diameter" as recited in Claim 18. 

With respect to Group XV, Claim 12 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest or a face 
plate having "a slot formed therein", "a flexible handle member having substantially the same 
dimensions as said slot", where the flexible handle member is "configured to move between a 
retracted position and a use position", and where the flexible handle member lies within the "slot 
in said retracted position and said flexible handle member extends out from said slot in said use 
position" as recited in Claim 12. 

With respect to Group XVI, Claim 21 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest or a retainer 
member configured to attach the first end of the flexible handle member to the first end of the 
slot such that the flexible handle member is configured to move between a retracted position and 
a use position, where the first end of the flexible handle member does not move when the 
flexible handle member moves between the retracted position and the use position as recited in 
Claim 21. 
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TO: Mail Stop Appeal Brief- Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

APPELLANT'S REPLY BRIEF PURSUANT TO 37 C.F.R. S 1.193(b)(1) 

\ ■ 

Dear Assistant Commissioner: 

This Reply Brief is in response to the Examiner's Answer mailed on November 19, 2002 
("Examiner's Answer"). . Pursuant to 37 C.F.R. §1.193(b)(l), Appellant may file a Reply Brief in 
response to the Examiner's Answer within two months from the date of such Answer. 
Accordingly, Appellant is filing this Reply Brief, which addresses an error in the Examiner's 
Answer in connection with the Grouping of Claims. This reply brief is being submitted in 
triplicate. 

In the Examiner's Answer, the Examiner contends that the rejection of claims 1-7 and 9- 
24 stand or fall together because Appellant's Brief (filed April 11, 2003) allegedly does not 
include a statement that this grouping of claims does not stand or fall together including the 
reasons thereof. 
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Pursuant to 37 C.F.R. §1.1 92(c)(7), for each ground of rejection, the Board shall select a 
single claim from the group and decide the appeal as to the ground of rejection, unless a 
statement is included that the claims of the group do not stand or fall together and Appellant 
explains why the claims of the ground are believed to be separately patentable. Indeed, the 
Appeal Brief filed by Appellant on April 11, 2003 ("Appellant's Brief) included statements on 
pages 5 and 6 that the grouping of claims under each ground of rejection do not stand or fall 
together. In Appellant's Brief, Appellant provided Groups I-XVI indicating which claims stand 
or fall together. In addition, Appellant explains why the claims of the ground are believed to be 
separately patentable on pages 22-24 of Appellant's Brief. Appellant attaches herewith pages 5, 
6, and22-24of Appellant's Brief filed on April 11, 2003 for convenience. 

For the above reasons, as well as all of those arguments set out on previous papers 
contained in the record, Appellant contends that Appellant's pending patent claims are directed 
to patentable subject matter and respectfully requests this Board to so indicate. 

Respectfully submitted, 

Shahpar Shahpar 
U.S. Registration No. 45,875 

SNELL & WILMER L.L.P. 

One Arizona Center 
400 East Van Buren 
Phoenix, Arizona 85004-2202 
Telephone: (602)382-6306 
Facsimile: (602)382-6070 
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C Whether Claims 4 and 5 are unpatentable under 35 U.S.C §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter that applicants regard as the invention. 

VIL GROUPING OF CLAIMS 

The Examiner '<3 rejection of Claims 1, 13, and 22-24 under 35 U.S.C. §102 (b) do not 
stand or jail together. \ More specifically, the following groups of claims are believed to be 
separately patentable: 

■ In Group I, Claims 1 , 1 3, 1 6, 1 7, and 22 stand together; 
In Group II, Claim 23 stands alone; and 
y In Group IE, Claim 24 stands alone. 

the Examiner's rejection of Claims 2-5, 19, and 20 under 35 U.S.C. §103 (a) do not 
stand or fall together. More specifically, the following groups of claims are believed to be 
separately patentable: 

In Group IV, Claim 2 stands alone; 
I In Group V, Claim 3 stands alone; 
In Group VI, Claim 4 stands alone; 
In Group VII, Claim 5 stands alone; 
In Group VIE, Claim 19 stands alone; and 
/ In Group IX, Claim 20 stands alone. 

The Examiner's rejection of Claims 6, 7, and 9-11 under 35 U.S.C §103 (a) do not stand 
or fall together. More specifically, the following groups of claims are believed to be separately 
patentable: 

In Group X, Claim 6 stands alone; and 
In Group XI, Claims 7, 9, 1 0, and 1 1 stand together. 
The Examiner's rejection of Claims 14-18 under 35 U.S.C. §103 (a) do not stand or fall 
together. More specifically, the following groups of claims are believed to be separately 
patentable: 

In Group XII, Claim 14 stands alone; 

In Group XIII, Claim 1 5 stands alone; and 

In Group XIV, Claim 18 stands alone. 
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The Examiner's rejection of Claims 12 and 21 under 35 U.S.C. §103 (a) do not stand or 
fall together. More specifically, the following groups of claims are believed to be separately 
patentable: 

In Group XV, Claim 12 stands alone; and 

In Group XVI, Claim 21 stands alone. 
The Examiner's rejection of Claims 4 and 5 under 35 U.S.C. §1 12 (second paragraph) do 
not stand or fall together. More specifically, the following groups of claims are believed to be 
separately patentable: 

In Group VI, Claim 4 stands alone; and 

In Group VII, Claim 5 stands alone. 

VTJDL. ARGUMENT 

A. The Examiner Has Not Established Anticipation Of Appellant's Claims BV 
The Cited Reference 

Claims 1,13, and 22-24 stand rejected under 35 U.S.C. § 102 (b) as being anticipated by 
Mazura, U.S. Patent No. 5,375,724, issued December 27, 1994 ("Mazura"). Applicant 
respectfully traverses the rejection. 

To sustain this rejection, the Examiner must establish that "the invention was patented or 
described in a printed publication in this or a foreign country.:. more than one year prior to the 
date of the application for patent in the United States". 35 U.S.C. § 102(b). "A claim is 
anticipated only if each and every element as set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference. 1 To anticipate a claim for a patent, a single 
prior source must contain each of its limitations. 2 In other words, "every limitation of a claim 
must identically appear in a single prior art reference for it to anticipate the claim." 3 "To 
anticipate a claim, a reference must disclose every element of the challenged claim and enable 
one skilled in the art to make the anticipating subject matter." 4 



' Verdegaal Bros, v. Union Oil Co. of California . 814F.2d628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 

1987) 

2 Hvhridtech. Inc. v. Monoclonal Antibodies. Inc. . 802 F.2d 1376, 231 U.S.P.Q. 81, 90 (Fed. Cir. 1986); 
In re Donohue . 766 F.2d 531, 226 U.S.P.Q. 619, 621 (Fed. Cir. 1985). 

3 Gechter v. Davidson. 1 16 F.3d 1454 (Fed. Cir. 1997) (emphasis added). 

4 PPG Indus.. Inc. v. Guardian Indus. Corp. . 75 F.3d 1558 (Fed. Cir. 1996). 
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len a lagfcmechanical advantage and irreversible motion are desired". 37 Accordingly, by 
detmf^mi and as further described above, the screws can "apply a predetermined amount of force 
between said face plate of the PCB module and said chassis" by clutching and/or self-latching 
(e.g., screws 3 16 and 318 can be turned without further tightening, or they cannot be extracted 
without Being turned in the opposite direction). Thus, the above definition of a jack screw and 
examples of the present invention illustrates how the screws apply a predetermined amount of 
force and what causes the predetermined amount of force. Therefore, Claims 4 and 5, Groups VI 
and Vll/are in accordance with 35 U.S.C. § 1 12, second paragraph, and thus patentable. 

D. Separately Patentable Claims 

|n addition to the foregoing discussion, the following various groups of claims are 
separately patentable for the following reasons: 

Wrth respect to Group I, Claim 1 is patentable oyer the cited reference. The cited 
reference fails to disclose "each PCB module includes a faceplate and a connector assembly 
disposed opposite said faceplate such that each PCB module is enclosed" and "said plurality of 
printed circuit board modules creates a seal with said chassis" as recited in Claim 1 • 

With respect to Group II, Claim 23 is patentable over the cited reference. The cited 
reference fails to disclose "said plurality of printed circuit board modules creates a seal with said 
chassis" as recited in Claim 23. 

,With respect to Group IE, Claim 24 is patentable over the various combination of 
references. The various combination of references fails to disclose "each PCB module is 
enclosed" and "said plurality of printed circuit board modules creates a seal with said chassis" as 
recited in Claim 24. 

With respect to Group IV, Claim 2 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "each of said 
plurality of PCB modules further comprises: a first screw for attaching said first end of said face 
plate to said chassis; and a second screw for attaching said second end of said face plate to said 
chassis" as recited in Claim 2. 



37 WEBSTER'S THIRD NEW INTERNATIONAL DICTIONARY (Unabridged) 2040 (Merriam-Webster, Inc. 
1993). 
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With respect to Group V, Claim 3 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "said 
first screw is configured as a jack screw" as recited in Claim 3. 

With respect to Group VI, Claim 4 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "said 
first and second screws are configured to clutch when said screws are tightened to apply a 
predetermined amount of force between said face plate of the PCB module and said chassis" as 
recited in Claim 4. 

With respect to Group VII, Claim 5 is patentable oyer the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "said 
predetermined amount of force applies a load of about 70 pounds per screw" as recited in Claim 

5-" 

With respect to Group VIII, Claim 19 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "said 
top panel and said bottom panel are configured with a plurality of guide rails for guiding said 
PCB modules into said slots in said chassis" as recited in Claim 19. 

With respect to Group IX, Claim 20 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest where "each 
slot in said chassis has one guide rail mounted on said top panel and one guide rail mounted on 
said bottom panel, wherein said guide rails are centrally mounted with respect to each slot" as 
recited in Claim 20. 

With respect to Group X, Claim 6 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "a first 
circuit board having a first end connected to said face plate and an opposite second end 
connected to said connector assembly; and a second circuit board having a first end connected to 
said face plate and an opposite second end connected to said connector assembly" as recited in 
Claim 6. 

With respect to Group XI, Claim 7 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "said 
connector assembly further comprises a plurality of connectors for connecting to wire harnesses" 
as recited in Claim 7. 
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With respect to Group XII, Claim 14 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest "said top 
panel and said bottom panel are interchangeable" as recited in Claims 14. 

With respect to Group XIII, Claim 15 is patentable over the various combination of 
references'. The various combination of references fails to teach, advise, or suggest "said first 
side panel and said second side panel are interchangeable" as recited in Claim 15. 

With respect to Group XTV, Claim 18 is patentable over the various combination of 
references? The various combination of references fails to teach, advise, or suggest or "said 
ventilatioii holes are less than about 0.09 inches in diameter" as recited in Claim 18. 

With respect to Group XV, Claim 12 is patentable over the various combination of 
references,' The various combination of references fails to teach, advise, or suggest or a face 
plate haying "a slot formed therein", "a flexible handle member having substantially the same 
dimensions as said slot", where the flexible handle member is "configured to move between a 
retracted position and a use position", and where the flexible handle member lies within the "slot 
in said retracted position and said flexible handle member extends out from said slot in said use 
position** as recited in Claim 12. 

With respect to Group XVI, Claim 21 is patentable over the various combination of 
references. The various combination of references fails to teach, advise, or suggest or a retainer 
member configured to attach the first end of the flexible handle member to the first end of the 
slot such that the flexible handle member is configured to move between a retracted position and 
a use position, where the first end of the flexible handle member does not move when the 
flexible handle member moves between the retracted position and the use position as recited in 
Claim 21. 
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